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REMARKS 
I. Amendments and Status of the Claims 

The specification has been amended to add an abstract appearing on a separate 
sheet. The new abstract finds support in the as-filed application, among other places, 
on the first page of PCT Application No. PCT/E POO/08 190, of which the present 
application represents the national stage under 35 U.S.C. § 371. 

The specification has also been amended to explicitly recite hydrogens in the 
definition of the radicals Y, Z, P, T, and Q, and in the chart starting on page 13. This 
amendment corrects an obvious error, since the absence of hydrogens when, for 
example, Y is "carbon" would be recognized as either an implied disclosure of saturating 
hydrogens or an obvious mistake by one of ordinary skill in the art. Moreover, to the 
extent it is an error, the skilled artisan would recognize the appropriate correction. The 
correction of an obvious error does not represent the introduction of new matter in 
cases such as this. "An amendment to correct an obvious error does not constitute new 
matter where one skilled in the art would not only recognize the existence of the error in 
the specification, but also the appropriate correction." MPEP § 2163.07(11), citing In re 
Oda, 443 F.2d 1200, 170 U.S.P.Q. (BNA) 260 (C.C.P.A. 1971). 

Claims 1-9 are pending, with claim 1 being independent. Claim 1 has been 
amended to recite a more standard preamble, and to clarify the presence of hydrogens 
on carbon and nitrogen atoms in the definitions of radicals Y and Z as well as P, T, and 
Q where double bonds may exist. As stated above, the correction of that obvious error 
would not introduce new matter into this application. Claims 1-7 have been amended to 
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recite "an enantiomer" of the compounds of formula (I). Support for that amendment 
appears among other places on page 5, lines 16-17 in the specification. 

Claims 3 and 5 have been amended to reflect the changes to claim 1 . Claim 5 
now recites "comprising" instead of the equivalent "containing," since the former term is 
more widely accepted in patent claim practice. "So called" has been removed from 
claim 4, which has been modified to recite customary method claim language. 

Claims 5 and 6 now recite an auxiliary substance, which appears in the as-filed 
application at page 5, line 20. Claims 6 and 7 have been amended to recite customary 
method claim language. Claim 7 also recites "human or animal patient" and "an amount 
effective for the treating." Human patients are implicit in the treatments of 
schizophrenia, other psychotic disorders, and Parkinson's disease described on page 5 
of the specification. Animal patients are mentioned on the same page at lines 21, 23, 
and 32. Effective amounts can be determined from active concentrations measured 
according to the protocols set forth in the specification at pages 4-5. Claim 7 has also 
been amended to recite the central nervous system disorders appearing on page 5, 
lines 5-9. 

New claim 8 has been added to specifically recite "schizophrenia." Support for 
this new claim can be found, among other places, in the specification on page 4, line 12, 
and page 5, line 9. New claim 9 has been added to claim a new method of treating 
central nervous system disorders caused by disturbances in the dopaminergic or 
serotonergic systems. Support for this amendment can be found, among other places, 
in the specification at page 5, lines 5-9. 



-18- 



Application No. 10/069,256 
Attorney Docket No. 1975.0035 

II. Abstract 

The Examiner has pointed out that the table of contents of the electronic version 
of this application does not refer to an abstract. Office Action at 2. To ensure that the 
requirement for an abstract has been met, Applicants submit with this Amendment an 
Abstract that begins on a separate sheet. Accordingly, this objection should be 
withdrawn. 

III. Claim Rejections under 35 U.S.C. § 112 

A. 35 U.S.C. §112,11 2 

Claims 1-7 have been rejected under 35 U.S.C. § 1 12, U 2 as allegedly being 
indefinite for failing to point out and distinctly claim subject matter that the Applicants 
regard as their invention. Office Action at 2. The radical Y, when Y is carbon, allegedly 
requires two additional bonds to complete its valency. Id. In addition, "so-called" is 
allegedly superfluous. Id. Finally, claim 7 is rejected for failing to recite a host or an 
effective amount, and the Examiner has recommended standard method claim 
terminology. Id. 

Without acquiescing to these reasons for rejection, or to the suggestion that the 
claims were indefinite, Applicants have amended claim 1 to expressly recite the implicit 
hydrogens to the carbons appearing in the definitions of radical Y. Moreover, "so- 
called" has been deleted from claim 4. Finally, claim 7 has been amended to recite a 
host, effective amount, and standard method claim terminology. Accordingly, this 
rejection should be withdrawn as moot. 



-19- 



Application No. 10/069,256 
Attorney Docket No. 1975.0035 

B. 35 U.S.C.§ 112,111 

Claims 1,2, and 4-7 have been rejected under 35 U.S.C. § 1 12, U 1, for allegedly 
failing to comply with the enablement requirement. Office Action at 2-3. According to 
the Examiner, "Scope of further fused indole rings embraced by R5/R6 or R6/R7 is not 
enabled by the teachings of the specification." Id. at 3. Furthermore, "Treating all CNS 
disorders is not remotely enabled." Id. Applicants respectfully disagree with both of 
these reasons for rejection. 

1. Further Fused Indole Rings 

Applicants respectfully refer the Examiner to their disclosure in the specification 
regarding further fused indole ring compounds. For instance, a compound of formula (I) 
in which R 5 and R6 form a fused ring appears as Example 14. Specification at 13. Also, 
a compound of formula (I) in which R 6 and R 7 form a fused ring appears as Example 12. 
See id. Melting points for those compounds in free base or in salt form appear on page 
18 of the specification. Those compounds were synthesized "according to the method 
of the above examples." Specification at 12. The examples and reaction schemes set 
forth on pages 5-12 of the specification, and the literature cited therein, add to the 
ample support for the skilled artisan attempting to synthesize compounds of formula (I) 
containing a further fused indole ring. 

That disclosure enables the claimed invention. "As long as the specification 
discloses at least one method for making and using the claimed invention that bears a 
reasonable correlation to the entire scope of the claim, then the enablement 
requirement of 35 U.S.C. § 1 12 is satisfied." M.P.E.P. § 2164.01 (b) (citing In re Fisher, 
427 F.2d 833, 839, 166 U.S.P.Q. (BNA) 18, 24 (C.C.P.A. 1970)). Given the numerous 
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examples of synthesized compounds, synthetic guidance appearing in the specification, 
and the report of two compounds having the further fused indole ring structure, 
Applicants respectfully contend that this ground of rejection should not be maintained. 

2. Methods of Treatment 

Without acquiescing to the rejection that claim 7 lacks enabling support, 

Applicants have amended claim 7 to recite the specific diseases mentioned in the 

specification on page 5, lines 5-9. Applicants' disclosure enables the treatment of those 

diseases at least through the description of relevant screening tests and observed 

activities of the inventive compounds tested. Specifically, those diseases relate to the in 

vivo and in vitro screening tests Applicants report in their specification. For example, 

It has been found that the compounds according to the invention show high 
affinity for both the dopamine D 2 receptor and the serotonin reuptake site. 
This combination is useful for the treatment of schizophrenia and other 
psychotic disorders which enables a more complete treatment of all disease 
symptoms (e.g. positive symptoms and negative symptoms). 

Specification at 4, II. 10-14. Agonist activity at dopamine receptors relates to the 
treatment of Parkinson's disease. Id at 4, II. 16-18. Serotonin reuptake inhibition also 
indicates treatment of depression and anxiety. Id at 5, II. 1-3. In fact, Applicants report 
that at least some of the compounds of the present invention are active in animal models 
"sensitive to clinically relevant antipsychotics, . . . antidepressants [and] anxiolytics." Id. at 
4, II. 25-29. The observed effects of at least some of the compounds of the present 
invention in numerous screening tests compel Applicants to conclude: "The compounds 
can be used for the treatment of affections or diseases of the central nervous system 
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caused by disturbances in either the dopaminergic or serotonergic systems[.]" Id at 5, II. 
5-7. 

Once an activity in a given screening test is determined, the skilled artisan can 
readily calculate an effective dose for treating the corresponding disease. Therefore, a 
skilled artisan can practice the invention set forth in claim 7 by performing at least one 
disclosed screening test on a compound of formula (I). That such screening might be 
necessary does not preclude a finding of enablement. A specification may still enable 
an invention even if the skilled artisan must engage in some experimentation to practice 
that invention. 

Enablement is not precluded by the necessity for some experimentation 
such as routine screening. However, experimentation needed to practice 
the invention must not be undue experimentation. "The key word is 
'undue/ not 'experimentation/ " 

In re Wands, 858 F.2d 731, 736-37, 8 U.S.P.Q.2d (BNA) 1400, 1404 (Fed. Cir. 1988) 

(footnote omitted) (quoting In reAngstadt, 537 F.2d 498, 504, 190 U.S.P.Q. (BNA) 214, 

219 (C.C.P.A. 1976)). Since the screening tests given in the specification are routine, 

Applicants respectfully contend that their claimed invention is enabled. 

The rejection under 35 U.S.C. § 1 12, fl1 should therefore be withdrawn. 

IV. Double Patenting Rejection 

Claims 1-3, 5, and 7 have been provisionally rejected under the judicially created 
doctrine of obviousness type double patenting as allegedly being unpatentable over 
claims 1-3 of copending Application No. 10/432,225. Office Action at 4. 
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Applicants respectfully request that this rejection be held in abeyance until such 
time as allowable subject matter has been identified in either application. At that time, 
Applicants will determine whether to argue the rejection or file a Terminal Disclaimer. 



In view of the foregoing amendments and remarks, Applicants respectfully 
request reconsideration and reexamination of this application and the timely allowance 
of the pending claims. 

Please grant any extensions of time required to enter this Amendment and 
charge any additional required fees to our Deposit Account No. 06-0916. 



CONCLUSION 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: December 13, 2004 




Attachment: Abstract 
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